SOEP/ 



UNITED STATES DEPARTMENT OF COMMERCE 
United States Patent and Trademark Office 

Address: COMMISSIONER OF PATENTS AND TRADEMARKS 
Washington. D.C. 20231 



APPLICATION NO. 



FILING DATE 



FIRST NAMED INVENTOR 



ATTORNEY DOCKET NO. 



09/ 1 69 , 7y 3 1 0 / 09/9S 



CONRAE> 



INGA„ 004 



r 



MARK R W I SNEER 
WISNER ASSOCIATE 
292S BRIARPARK DRV IE 
SUITE 930 
HOUSTON TX 77042 



HMi2/n50£i 



EXAMINER 



MART I NELL. J 



ART UNIT 



PAPER NUMBER 



1633 
DATE MAILED: 



If 



05/0S./0 1 



Please find below and/or attached an Office communication concerning this application or 
proceeding. 

Commissioner of Patents and Trademarks 



PTO-90C (Rev. 11/00) 



1- File Copy 



Office Action Summary 



Application No. 

09/169.793 



Examiner 

James Martinell 



Applicant(s) 

CONRAD. CHARLES A. 



Art Unit 

1633 



. - The MAILING DATE of this communication appears on the cover sheet with the correspondence address 

Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROIVI 
THE MAILING DATE OF THIS COMMUNICATION. 

- ^^^"sions of time^^^ available under the provisions of 37 CFR 1 . 1 36 (a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. ' ^' j j 

' 1 11^ !r°^ ^^^'^ specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely 

■ LfPnrf !" T 'X^y 's specified above the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication 

- Parlure to reply withrn the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U S C § 1 33) 

- Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed may reduce anv 
earned patent term adjustment. See 37 CFR 1 .704(b). y . y "y 

Status 

1)^ Responsive to communication(s) filed on 16 February 2001 . 
2a)n This action is FINAL. 2b)IEI This action is non-final. 

3) 0 Since this application is in condition for allowance except for fomial matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11 , 453 O.G. 213. 

Disposition of Claims 

4) 13 Claim(s) 1-7 and 9-15 is/are pending in the application. 

4a) Of the above claim(s) 1-6 and 12 is/are withdrawn from consideration. 

5) 0 Claim(s) is/are allowed. 

6) IEI Claim(s) 7.9-11 and 13-15 is/are rejected. 
?)□ Claim(s) is/are objected to. 

8) n Claims are subject to restriction and/or election requirement. 

Application Papers 

9) n The specification is objected to by the Examiner. 

10) 0 The drawing(s) filed on is/are objected to by the Examiner. 

1 1) n The proposed drawing correction filed on is: a)n approved b)n disapproved. 

12) 0 The oath or declaration is objected to by the Examiner. 

Priority under 35 U.S.C. § 119 

13) 0 Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)-(d) or (f). 
a)nAII b)n Some*c)n None of: 

1 .□ Certified copies of the priority documents have been received. 
2.n Certified copies of the priority documents have been received in Application No. 



3.n Copies of the certified copies of the priority documents have been received in this National Stage 
application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 

14)n Acknowledgement is made of a claim for domestic priority under 35 U.S.C. § 119(e). 



Attachment(s) 

15) □ Notice of References Cited (PTO-892) 

16) O Notice of Draftsperson's Patent Drawing Review (PTO-948) 

17) ^ Information Disclosure Statement(s) (PTO-1449) Paper No{s) 11 



18) n Interview Summary (PTO-413) Paper No(s). 

19) □ Notice of Informal Patent Application (PTO-1 52) 

20) □ Other: 
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Claims 1-6 and 12 are withdrawn from further consideration pursuant to 37 CFR 
1.142(b); as being drawn to a nonelected invention, there being no allowable generic or linking 
claim. Applicant timely traversed the restriction (election) requirement in Paper No. 7. 

The indicated allowability of claims 7, 10, 11, 13, and 14 Is withdrawn in view of the 
newly discovered reference(s) to Mirochnitchenko et al (J. Biol. Chem. 269: 2380 (1994)), Miyata 
et al (U.S. 5,436,141), Miyata et al (EP 0 532 380), and Inouye et al (EP 0 562 206). Rejections 
based on the newly cited reference(s) follow. 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(a) the invention was known or used by others in this country, or patented or described in a 
printed publication In this or a foreign country, before the invention thereof by the applicant for a 
patent 

(e) the invention was described in a patent granted on an application for patent by another 
filed in the United States before the invention thereof by the applicant for patent, or on an 
International application by another who has fulfilled the requirements of paragraphs (1), (2), 
and (4) of section 371(c) of this title before the invention thereof by the applicant for patent. 

Claims 7, 9-11 and 13-15 are rejected under 35 U.S.C. 102(a) as being clearly anticipated 
by any one of Mirochnitchenko et al (J. Biol. Chem. 269: 2380 (1994)), Miyata et al (EP 0 532 
380), or Inouye et al (EP 0 562 206). Each of the references discloses vectors for the in vivo 
production of single stranded antisense DNA utilizing a vector that contains a template for 
antisense DNA flanked by inverted repeats and employing a cloned RT gene for production of 
reverse transcriptase and thus, single stranded DNA. For example, see Mirochnitchenko et al 
"RESULTS AND DISCUSSION" section, Miyata et al, pages 4-10, and Inouye et al, pages 5-14. 

Claims 7, 9-11 and 13-15 are rejected under 35 U.S.C 102(e) as being clearly anticipated 
by, Miyata et al (U.S. 5,436,141). of the references discloses vectors for the in production of 
single stranded antisense DNA utilizing a vector that contains a template for antisense DNA 
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flanked by inverted repeats and employing a cloned RT gene for production of reverse 
transcriptase and thus, single stranded DNA. For example, see columns 5-14 and claims 1-45. 

Any inquiry concerning this communication or earlier communications from the examiner 
should be directed to James Martinell whose telephone number is (703) 308-0296. The 
examiner can normally be reached on Tuesdays through Thursdays and Saturdays from 8:00 
A.M. to 6:00 P.M. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Deborah R. Clark, can be reached on (703) 305-4051. The fax phone number for the 
organization where this application or proceeding is assigned is (703) 308-4242. 

Any inquiry of a general nature or relating to the status of this application or proceeding 
should be directed to the receptionist whose telephone number is (703) 308-0196. 



JAWES MARTINELL, Ph.D. 
SENIOR LEVEL E)(AMINER 
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